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MARK: ECLIPSE
 

 
        

*77921983*
CORRESPONDENT ADDRESS:
       JILL M PIETRINI
       SHEPPARD MULLIN RICHTER & HAMPTON LLP
       1901 AVENUE OF THE STARS SUITE 1600
       LOS ANGELES , CA 90067
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APPLICANT: Summit Entertainment, LLC
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       11186-033     
CORRESPONDENT E-MAIL ADDRESS: 
       

 

 
 

REQUEST FOR RECONSIDERATION DENIED
 
ISSUE/MAILING DATE:
 
The Office has reassigned this application to the undersigned trademark examining attorney.
 
The proposed amendment to the identification of goods has been accepted.
 
Applicant’s additional evidence in support of registration has been made of record.
 
The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is
denying the request for the reasons stated below.  See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B),
715.04(a).  The following requirement(s) and/or refusal(s) made final in the Office action dated 9/22/14
are maintained and continue to be final:  Refusal Under Trademark act Section 2(d) as it relates to U.S.
Registration Nos. 0799454, 1526584, 1581195,  2109357, 3503154,  3544541, 3986292, 3986293,
4150483, and 4202676 .  See TMEP §§715.03(a)(ii)(B), 715.04(a).  The following requirement(s) and/or
refusal(s) made final in the Office action are withdrawn:  as to U.S Registration Nos. 1827339, 3094455,
and 3515398.  See TMEP §§715.03(a)(ii)(B), 715.04(a).
 
In the present case, applicant’s request has not resolved all the outstanding issue(s), nor does it raise a
new issue or provide any new or compelling evidence with regard to the outstanding issue(s) in the final
Office action.  In addition, applicant’s analysis and arguments are not persuasive nor do they shed new
light on the issues.  Accordingly, the request is denied.
 
The examining attorney maintains that there is a likelihood of confusion between applicant’s mark
ECLIPSE for “backpacks adapted for holding computers, camera cases, decorative magnets sold in
sheets, decorative wind socks for indicating wind direction and intensity, eyeglasses and eyeglass cases,

http://www.uspto.gov/trademarks/index.jsp


laptop carrying cases, magnets, mousepads, slot machines, sunglasses and sunglass cases, computer
storage devices, namely, flash drives; covers for cell phones, portable and handheld electronic digital
devices for playing music, namely, MP3 and MP4 players, laptop computers, personal digital assistants,
namely, PDAs, and gaming devices, namely, gaming machines, all relating to motion pictures and
entertainment,”   and registrants’ marks   ECLIPSE [0799454] for “magnets,” ECLIPSE [3986292] for
“c omputer keyboards, computer mice; mouse pads; wireless presenter in the nature of a wireless remote
pointer,” ECLIPSE and Design [3986293] for “ computer keyboards, computer mice, mouse pads,
wireless presenter in the nature of a wireless remote pointer,”   ECLIPSE [1526584] for  “ mobile sound
equipment and accessories, namely, am-fm tuners, cassette, CD and [DAT players,] speakers, amplifiers
and equalizers,”    ECLIPSE [Stylized] [1581195] for “ mobile sound equipment and accessories ,
namely, am-fm tuners, cassette, CD and DAT players , speakers, amplifiers and equalizers,”   SOLAR
ECLIPSE [2109357] for “ sunglasses,”   ECLIPSE and Design [3503154] for “a udio and visual
equipment, namely, radios, CD players, DVD players, hard disc players, and audio equipment for
vehicles, namely, equalizers, amplifiers, speakers, and combination CD/DVD players; navigation
apparatus for automobiles in the nature of on-board computers,” ECLIPSE DOGGY [ 3544541] for “…
decorative wind socks…,” MIDNIGHT ECLIPSE [4150483] for “gaming machines, namely, devices
which accept a wager,” and   CASH ECLIPSE [4202676] for “gaming devices, namely, slot machines,
with or without video output.”
 
 
 Applicant’s amendment to indicate that applicant’s goods are all relating to motion pictures and
entertainment is not sufficient to avoid a likelihood of confusion because the cited marks have no
restrictions as to nature, type, channels of trade, or class of purchasers. Therefore, it is presumed that these
goods and/or services “travel in the same channels of trade to the same class of purchasers.”   In re Viterra
Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012) (quoting Hewlett-Packard Co. v.
Packard Press, Inc., 281 F.3d 1261, 1268, 62 USPQ2d 1001, 1005 (Fed. Cir. 2002)).  Further, the
registrations  use broad wording to describe the goods and/or services and this wording is presumed to
encompass all goods and/or services of the type described, including those in applicant’s more narrow
identification.  See In re Jump Designs, LLC, 80 USPQ2d 1370, 1374 (TTAB 2006) (citing In re Elbaum,
211 USPQ 639, 640 (TTAB 1981)).
 
 
In instances where the goods are not identical but closely related, the trademark examining attorney has
attached evidence from the USPTO’s X-Search database consisting of a number of third-party marks
registered for use in connection with the same or similar goods and/or services as those of both applicant
and registrant in this case.  This evidence shows that the goods and/or services listed therein, namely
laptop computers and accessories for computers are of a kind that may emanate from a single source under
a single mark; eye glasses, eyeglass cases and sunglasses are of a kind that may emanate from a single
source under a single mark; and mp3 players, mp4 players, speakers, amplifiers, equalizers and audio
equipment for vehicles are of a kind that may emanate from a single source under a single mark. See In re
Anderson, 101 USPQ2d 1912, 1919 (TTAB 2012); In re Albert Trostel & Sons Co., 29 USPQ2d 1783,
1785-86 (TTAB 1993); In re Mucky Duck Mustard Co., 6 USPQ2d 1467, 1470 n.6 (TTAB 1988); TMEP
§1207.01(d)(iii).
 
 
 
 
 
 If no appeal has been filed and time remains in the six-month response period to the final Office action,



applicant has the remainder of the response period to (1) comply with and/or overcome any outstanding
final requirement(s) and/or refusal(s), and/or (2) file a notice of appeal to the Board.  TMEP
§715.03(a)(ii)(B); see 37 C.F.R. §2.63(b)(1)-(3).  The filing of a request for reconsideration does not stay
or extend the time for filing an appeal.  37 C.F.R. §2.63(b)(3); see TMEP §§715.03, 715.03(a)(ii)(B), (c). 
 
 
       

/Priscilla Milton/
Law Office 110
priscilla.milton@uspto.gov
571-272-9199
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